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DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1. 1 14, and the fee set forth in 37 CFR 1. 17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 14 March 2003 has been entered. 



2. This action is in response to papers filed 14 March 2003 in which claims 1, 8, 18, 19, 
21, 22 and 26-28 were amended and claims 29 and 30 were added. All of the amendments 
have been thoroughly reviewed and entered. 

The previous rejections in the Office Action dated 14 November 2002 are withdrawn in 
view of the amendments. All of the arguments have been thoroughly reviewed but are deemed 
moot in view of the amendments, withdrawn rejections and new grounds for rejection. New 
grounds for rejection are discussed. 

Claims 1, 3-5, 8, 10-19, 21-30 are under prosecution. 
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Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), comprising 
translation of the certified copy of the Japanese parent application. The papers have been 
placed of record in the file. 



Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent 
or (2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the 
English language. 

5. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Kercso et al (U.S. 
Patent No. 6,132,685, filed 10 August 1998). 

Regarding Claim 1, Kercso et al disclose a biochip comprising a surface spotted with a 
plurality of biopolymers in a predetermined pattern (i.e. multiwell plate, Column 7, lines 51-63) 
and a storage medium for storing information of the biopolymers to be spotted (i.e. barcode, 
Column 8, lines 23-38) wherein the storage medium stores information comprising spot 
location, identity of the biopolymers spotted on each spot location and the amount of 
biopolymers spotted on each spot (Column 8, lines 23-38). 



Application/ Control Number: 09/554,186 
Art Unit: 1634 



Page 4 



Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

7. Claims 1, 3-5, 8, 10-19, 21-24, 26-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nova et al (U.S. Patent No. 6,284,459 Bl, filed 5 September 1996) in view of 
Kercso et al (U.S. Patent No. 6,132,685, filed 10 August 1998). 

Regarding Claim 1, Nova et al disclose a biochip comprising a surface spotted with a 
plurality of biopolymers in a predetermined pattern i.e. matrix and a storage medium for 
storing information of the biopolymers to be spotted i.e. memory (Column 7, lines 6-65 and Fig. 
22-30) wherein the storage medium stores information comprising spot location, identity of the 
biopolymers spotted on each spot location and the amount of biopolymers binding sites on 
each spot (Column 8, lines 42-47; Column 14, lines 47-65; Column 23, lines 47-56; and 
Column 91, line 50-Column 92, line 7). While Nova et al do not specifically teach the stored 
information comprises location, identify and amount of biopolymer, they clearly suggest the 
claimed information is stored or desired (Column 8, lines 42-47; Column 14, lines 47-65). 

Furthermore, biochips comprising the claimed storage medium and stored information 
were known in the art a the time the claimed invention was made as taught by Kercso et al 
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(Column 8, lines 23-38) who further teach that their management station comprising the 
storage medium provides for analysis of a large number of biopolymers (Abstract and Column 
3, line 66-Column 4, lines 13). It would have been obvious to one of ordinary skill in the art at 
the time the claimed invention was made to apply the storage medium storing information of 
spot location, identity of the biopolymer and amount of the biopolymer as taught by Kercso et 
al to the storage medium of Nova et al to thereby provide for the analysis of a large number of 
biopolymers as taught by Kercso et al (Abstract and Column 3, line 66-Column 4, lines 13). 

Regarding Claim 3, Nova et al disclose the biochip wherein the surface and the storage 
medium are detachable i.e. the memory and matrix are pressed to fit into the well and are 
therefore detachable (Column 41, line 55-Column 42, line 8 and Fig. 22-30). 

Regarding Claim 4, Nova et al disclose the biochip wherein the surface and the storage 
medium are formed integrally i.e. the memory and matrix are bonded into the well and are 
therefore formed integrally (Column 41, line 55-Column 42, line 8 and Fig. 22-30). 

Regarding Claim 5, Nova et al disclose the biochip wherein the storage medium 
comprises a semiconductor memory which can read/ write information in a non-contact state 
(Column 57, lines 28-58). 

Regarding Claim 8, Nova et al disclose a method of using a biochip comprising applying 
a sample to the biochip wherein the biochip comprises a surface spotted with a plurality of 
biopolymers in a predetermined pattern; detecting a spot location where the sample has bound 
wherein the biochip comprises a storage medium that stores information of spot locations in 
relation to information of spotted biopolymers; and storing a displaying information of the 
biopolymer that has bound with a sample by searching the data stored in the storage medium 
based on the spot location bound with sample molecule (Column 14, lines 47-65) wherein the 
storage medium stores information comprising spot location, identity of the biopolymers 
spotted on each spot location and the amount of biopolymers spotted on each spot (Column 8, 
lines 42-47; Column 14, lines 47-65; Column 23, lines 47-56; and Column 91, line 50-Column 
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92, line 7). While Nova et al do not specifically teach the stored information comprises 
location, identify and amount of biopolymer, they clearly suggest the claimed information is 
stored or desired (Column 8, lines 42-47; Column 14, lines 47-65). 

Furthermore, biochips comprising the claimed storage medium and stored information were 
known in the art a the time the claimed invention was made as taught by Kercso et al (Column 
8, lines 23-38) who further teach that their management station comprising the storage 
medium provides for analysis of a large number of biopolymers (Abstract and Column 3, line 
66-Column 4, lines 13). It would have been obvious to one of ordinary skill in the art at the 
time the claimed invention was made to apply the storage medium storing information of spot 
location, identity of the biopolymer and amount of the biopolymer as taught by Kercso et al to 
the storage medium of Nova et al to thereby provide for the analysis of a large number of 
biopolymers as taught by Kercso et al (Abstract and Column 3, line 66-Column 4, lines 13). 

Regarding Claim 10, Nova et al disclose the biochip wherein the storage medium further 
comprises a covered surface (Column 31, lines 40-45 and Column 32, lines 22-38). 

Regarding Claim 11, Nova et al disclose the covered surface comprises a plastic or glass 
(Column 31, lines 40-45 and Column 32, lines 22-38). 

Regarding Claim 12, Nova et al disclose the covered surface protects the storage 
medium for exposure to a solution (Column 32, lines 22-27). 

Regarding Claim 13, Nova et al disclose the biochip further comprising a semiconductor 
memory support (Column 50, lines 34-45). 

Regarding Claim 14* Nova et al disclose the biochip wherein the semiconductor memory 
support comprises a silicon wafer i.e. chip (Column 19, lines 63-67). 

Regarding Claim 15, Nova et al disclose the semiconductor memory support is covered 
(Column 32, lines 22-38). 

Regarding Claim 16, Nova et al disclose the semiconductor memory support is covered 
with a resin i.e. agarose (Column 32, lines 32-38). 
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Regarding Claim 17, Nova et al disclose the semiconductor memory support is the 
surface spotted with the biopolymer (Column 8, lines 58-62 and Column 19, lines 63-67). 

Regarding Claim 18, Nova et al disclose the biochip wherein the biopolymer comprises 
DNA (Column 24, lines 8-19). 

Regarding Claim 19, Nova et al disclose the biochip wherein the biopolymer comprises a 
protein (Column 24, lines 8-19). 

Regarding Claim 20, Nova et al disclose the biochip wherein the information stored in 
the storage medium comprises the amount of biopolymer (Column 14, lines 54-60). 

Regarding Claim 2 1 , Nova et al disclose the method of Claims 7 and 8 wherein the 
biopolymer comprises DNA (Column 24, lines 8-19). 

Regarding Claim 22, Nova et al disclose the method of Claims 7and 8 wherein the 
biopolymer comprises a protein (Column 24, lines 8-19). 

Regarding Claim 23, Nova et al disclose the biochip further comprising a case member 
(i.e. well) wherein the surface and the storage medium are detachable from the case member 
i.e. the memory and matrix are pressed to fit into the well and are therefore detachable from 
the well (Column 41, line 55-Column 42, line 8 and Fig. 22-30). 

Regarding Claim 24, Nova et al disclose the biochip further comprising a case member 
(i.e. well) wherein the surface and the storage medium are formed integrally with the case 
member i.e. the memory and matrix are bonded into the well and are therefore formed 
integrally with the well (Column 41, line 55-Column 42, line 8 and Fig. 22-30). 

Regarding Claim 26, Nova et al disclose a method of manufacturing a biochip according 
to Claim 1 comprising: spotting a plurality of biopolymers on a surface of the biochip in a 
predetermined pattern and writing information of the spot locations to the storage medium and 
associating it with the information of biopolymers on the spot locations (Column 91, line 15- 
Column 92, line 14). 
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While Nova et al do not specifically teach the stored information comprises location, 
identify and amount of biopolymer, they clearly suggest the claimed information is stored or 
desired (Column 8, lines 42-47; Column 14, lines 47-65). 

Furthermore, biochips comprising the claimed storage medium and stored information 
were known in the art a the time the claimed invention was made as taught by Kercso et al 
(Column 8, lines 23-38) who further teach that their management station comprising the 
storage medium provides for analysis of a large number of biopolymers (Abstract and Column 
3, line 66-Column 4, lines 13). It would have been obvious to one of ordinary skill in the art at 
the time the claimed invention was made to apply the storage medium storing information of 
spot location, identity of the biopolymer and amount of the biopolymer as taught by Kercso et 
al to the storage medium of Nova et al to thereby provide for the analysis of a large number of 
biopolymers as taught by Kercso et al (Abstract and Column 3, line 66-Column 4, lines 13). 

Regarding Claim 27, Nova et al disclose a method of using the biochip of Claim 1 
comprising: applying a sample to the biochip, detecting a spot location where hybridization of a 
biopolymer has occurred, searching the storage medium for information on the hybridized 
biopolymer based on the information about the spot location and displaying the information on 
the biopolymer that has hybridized (Column 74, lines 36-67; Column 91, line 44-Column 92, 
line 27; and Column 100, lines 46-63). 

While Nova et al do not specifically teach the stored information comprises location, 
identify and amount of biopolymer, they clearly suggest the claimed information is stored or 
desired (Column 8, lines 42-47; Column 14, lines 47-65). 

Furthermore, biochips comprising the claimed storage medium and stored information 
were known in the art a the time the claimed invention was made as taught by Kercso et al 
(Column 8, lines 23-38) who further teach that their management station comprising the 
storage medium provides for analysis of a large number of biopolymers (Abstract and Column 
3, line 66-Column 4, lines 13). It would have been obvious to one of ordinary skill in the art at 
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the time the claimed invention was made to apply the storage medium storing information of 
spot location, identity of the biopolymer and amount of the biopolymer as taught by Kercso et 
al to the storage medium of Nova et al to thereby provide for the analysis of a large number of 
biopolymers as taught by Kercso et al (Abstract and Column 3, line 66-Column 4, lines 13). 

Regarding Claim 28, Nova et al disclose the biochip further comprising a looped 
antenna wherein the storage medium is a IC memory connected to the looped antenna and the 
storage medium being capable of reading/ writing information in a non-contact state (Column 
68, line 53-Column 69, line 61). 

Regarding Claims 29 and 30, Nova et al disclose the method of Claim 8 wherein the 
information on the storage medium is searched and displayed (Example 4, Columns 111-112) 
but they do not specifically teach that the information searched and displayed comprises the 
amount of the biopolymer or amount of the bound biopolymer. 

While Nova et al do not specifically teach the stored information comprises location, 
identify and amount of biopolymer, they clearly suggest the claimed information is stored or 
desired (Column 8, lines 42-47; Column 14, lines 47-65). 

Furthermore, biochips comprising the claimed storage medium and stored information 
were known in the art a the time the claimed invention was made as taught by Kercso et al 
(Column 8, lines 23-38) who further teach that their management station comprising the 
storage medium provides for analysis of a large number of biopolymers (Abstract and Column 
3, line 66-Column 4, lines 13). It would have been obvious to one of ordinary skill in the art at 
the time the claimed invention was made to apply the storage medium storing information of 
spot location, identity of the biopolymer and amount of the biopolymer as taught by Kercso et 
al to the storage medium of Nova et al to thereby provide for the analysis of a large number of 
biopolymers as taught by Kercso et al (Abstract and Column 3, line 66-Column 4, lines 13). 
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8. Claims 1, 3, 4, 8, 13, 14, 17-19, 21-24, 26 and 27 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Perttunen et al (U.S. Patent No. 5,968,728, filed 30 April 1997) in 
view of Kercso et al (U.S. Patent No. 6,132,685, filed 10 August 1998). 

Regarding Claim 1, Perttunen et al disclose a biochip comprising a surface capable of 
being spotted with a plurality of biopolymers in a predetermined pattern i.e. a first member 
having a plurality of sites (Column 7, lines 41-47) and a storage medium for storing 
information of the biopolymers to be spotted i.e. second member (Column 7, lines 55-58 and 
Fig. 11 and 12). 

While Perttunen et al do not specifically teach the stored information comprises 
location, identify and amount of biopolymer, biochips comprising the claimed storage medium 
and stored information were known in the art a the time the claimed invention was made as 
taught by Kercso et al (Column 8, lines 23-38) who further teach that their management 
station comprising the storage medium provides for analysis of a large number of biopolymers 
(Abstract and Column 3, line 66-Column 4, lines 13). It would have been obvious to one of 
ordinary skill in the art at the time the claimed invention was made to apply the storage 
medium storing information of spot location, identity of the biopolymer and amount of the 
biopolymer as taught by Kercso et al to the storage medium of Perttunen et al to thereby 
provide for the analysis of a large number of biopolymers as taught by Kercso et al (Abstract 
and Column 3, line 66-Column 4, lines 13). 

Regarding Claim 3, Perttunen et al disclose the biochip wherein the surface and the 
storage medium are detachable (Column 7, lines 48-54 and Fig. 12). 
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Regarding Claim 4, Perttunen et al disclose the biochip wherein the surface and the 
storage medium are formed integrally i.e. formed of a unitary member (Column 7, lines 48-54). 

Regarding Claim 8, Perttunen et al disclose a method of using a biochip comprising 
a PPly m g & sample to the biochip wherein the biochip comprises a surface spotted with a 
plurality of biopolymers in a predetermined pattern (Column 7, lines 55-58); detecting a spot 
location where the sample has bound wherein the biochip comprises a storage medium that 
stores information of spot locations in relation to information of spotted biopolymers; and 
storing a displaying information of the biopolymer that has bound with a sample by searching 
the data stored in the storage medium based on the spot location bound with sample molecule 
(Column 8,lines 20-54). 

While Perttunen et al do not specifically teach the stored information comprises 
location, identify and amount of biopolymer, biochips comprising the claimed storage medium 
and stored information were known in the art a the time the claimed invention was made as 
taught by Kercso et al (Column 8, lines 23-38) who further teach that their management 
station comprising the storage medium provides for analysis of a large number of biopolymers 
(Abstract and Column 3, line 66-Column 4, lines 13). It would have been obvious to one of 
ordinary skill in the art at the time the claimed invention was made to apply the storage 
medium storing information of spot location, identity of the biopolymer and amount of the 
biopolymer as taught by Kercso et al to the storage medium of Perttunen et al to thereby 
provide for the analysis of a large number of biopolymers as taught by Kercso et al (Abstract 
and Column 3, line 66-Column 4, lines 13). 

Regarding Claim 13, Perttunen et al disclose the biochip further comprising a 
semiconductor memory support (Column 4, lines 42-47 and 62-65). 

Regarding Claim 14, Perttunen et al disclose the semiconductor memory chip comprises 
silicon (Column 4, lines 42-47). 
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Regarding Claim 17, Perttunen et al disclose the semiconductor memory support is the 
surface spotted with the biopolymer (Column 4, lines 42-51). 

Regarding Claim 18, Perttunen et al disclose the biochip wherein the biopolymer 
comprises DNA (Column 1, lines 36-45). 

Regarding Claim 19, Perttunen et al disclose the biochip wherein the biopolymer 
comprises a protein (Column 4,lines 24-26). 

Regarding Claim 21, Perttunen et al disclose the method of Claims 8 wherein the 
biopolymer comprises DNA (Column 1, lines 36-45). 

Regarding Claim 22, Perttunen et al disclose the method of Claims 8 wherein the 
biopolymer comprises a protein (Column 4,lines 24-26). 

Regarding Claim 23, Perttunen et al disclose the biochip further comprising a case 
member (i.e. package) wherein the surface and the storage medium are detachable from the 
case member (Column 7, lines 48-54 and Fig. 12). 

Regarding Claim 24, Perttunen et al disclose the biochip further comprising a case 
member wherein the surface and the storage medium are formed integrally with the case 
member i.e. formed of a unitary member (Column 7, lines 48-54). 

Regarding Claim 26, Perttunen et al disclose a method of manufacturing a biochip 
according to Claim 1 comprising: spotting a plurality of biopolymers on a surface of the biochip 
in a predetermined pattern and writing information of the spot locations to the storage medium 
and associating it with the information of biopolymers on the spot locations (Abstract, Column 
2, line 48-Column 3, line 3 land Fig. 1). 

While Perttunen et al do not specifically teach the stored information comprises 
location, identify and amount of biopolymer, biochips comprising the claimed storage medium 
and stored information were known in the art a the time the claimed invention was made as 
taught by Kercso et al (Column 8, lines 23-38) who further teach that their management 
station comprising the storage medium provides for analysis of a large number of biopolymers 
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(Abstract and Column 3, line 66-Column 4, lines 13). It would have been obvious to one of 
ordinary skill in the art at the time the claimed invention was made to apply the storage 
medium storing information of spot location, identity of the biopolymer and amount of the 
biopolymer as taught by Kercso et al to the storage medium of Perttunen et al to thereby 
provide for the analysis of a large number of biopolymers as taught by Kercso et al (Abstract 
and Column 3, line 66-Column 4, lines 13). 

Regarding Claim 27, Perttunen et al disclose a method of using the biochip of Claim 1 
comprising: applying a sample to the biochip, detecting a spot location where hybridization of a 
biopolymer has occurred, searching the storage medium for information on the hybridized 
biopolymer based on the information about the spot location and displaying the information on 
the biopolymer that has hybridized (Column 5, lines 13-20 and Column 8, lines 20-54). 

While Perttunen et al do not specifically teach the stored information comprises 
location, identify and amount of biopolymer, biochips comprising the claimed storage medium 
and stored information were known in the art a the time the claimed invention was made as 
taught by Kercso et al (Column 8, lines 23-38) who further teach that their management 
station comprising the storage medium provides for analysis of a large number of biopolymers 
(Abstract and Column 3, line 66-Column 4, lines 13). It would have been obvious to one of 
ordinary skill in the art at the time the claimed invention was made to apply the storage 
medium storing information of spot location, identity of the biopolymer and amount of the 
biopolymer as taught by Kercso et al to the storage medium of Perttunen et al to thereby 
provide for the analysis of a large number of biopolymers as taught by Kercso et al (Abstract 
and Column 3, line 66-Column 4, lines 13). 
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9. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nova et al (U.S. 
Patent No. 6,284,459 Bl, filed 5 September 1996) view of Kercso et al (U.S. Patent No. 
6,132,685, filed 10 August 1998) as applied to Claim 1 above and further in view of Fodor et al 
(U.S. Patent No. 5,800,992, issued 1 September 1998). 

Regarding Claim 25, Nova et al teach the biochip comprising a surface spotted with a 
plurality of biopolymers in a predetermined pattern i.e. matrix and a storage medium for 
storing information of the biopolymers to be spotted i.e. memory (Column 7, lines 6-65 and Fig. 
22-30) wherein the storage medium stores information comprising spot location, identity of the 
biopolymers spotted on each spot location and the amount of biopolymers spotted on each spot 
(Column 8, lines 42-47; Column 14, lines 47-65; Column 23, lines 47-56; and Column 91, line 
50-Column 92, line 7) wherein the biochip comprises arrayed spots of high density (Column 7, 
lines 12-50) but they do not specifically teach a density of 10,000 spot/cm 2 . However, arrayed 
spots of high density wherein the density is about 10,000 spot/cm 2 were well known in the art 
at the time the claimed invention was made as taught by Fodor et al (Column 20, lines 27-39). 
Furthermore, Fodor et al teach that high density arrays (e.g. 10,000 spot/cm 2 ) were preferred 
in methods for assaying biopolymer binding because they reduce the number of assays 
necessary and thereby increase the speed and accuracy of assay procedures and results 
(Column 2, lines 26-47). It would have been obvious to one of ordinary skill in the art at the 
time the claimed invention was made to apply the high density array of Fodor et al (e.g. 10,000 
spot/ cm 2 ) to the arrayed biomolecules of Nova et al thereby providing a biochip which reduces 
the number of assays for the expected benefits of increased speed and accuracy of assay 
procedures and results as taught by Fodor et al (Column 2, lines 26-47). 



Application/ Control Number: 09/554,186 
Art Unit: 1634 



Page 15 



Conclusion 

10. No claim is allowed. 

1 1 . Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to BJ Forman whose telephone number is (703) 306-5878. The examiner can normally be 
reached on 6:30 TO 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Gary 
Benzion can be reached on (703) 308-1 1 19. The fax phone numbers for the organization where this 
application or proceeding is assigned are (703) 308-4242 for regular communications and (703) 308-8724 
for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is (703) 308-0196. 

BJ Forman, Ph.D. 
Patent Examiner 
Art Unit: 1634 
June 6, 2003 



